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OLD LEXINGTON CLUB DISTIL. CO. V. KENTUCKY DISTIL. co. 113 


O.tp Lexineron Cius Distittery Co. v. Kentucky DIstTILuerirs 
& WarenHouseE Co. 
(234 Fed. Rep. 464) 


United States Circuit Court of Appeals, Third Circuit, February 
19, 1918 


1. Trape-MarK—ReEcistratTion—Svuit in Eaqurrty. 

A suit will lie under section 4915 revised statutes to obtain regis- 

tration of a trade-mark improperly refused by the patent office. 
2. Trape-Mark—DeEscripTivE AND GEOGRAPHICAL TERMs. 

The words “Old Lexington Club,” as applied to whisky are neither 
geographical on the one hand, nor descriptive on the other, and should 
not be refused registration. 

3. Trave-Mark—INrrinceMentT—Lacues—Bar TO REGISTRATION. 

Where the owner of a trade-mark is aware of the use of its mark 
by another, but fails during upwards of fifteen years to assert its 
right thereto, permitting the later user to build up a business under 
the mark much more extensive than its own, the owner of the mark is 
estopped from acquiring the prima facie title to the mark conferred 
by registration. 

4. Trape-Mark—ReEGistraTIon—GrounND For REFUSAL. 

Since registration under the statute is prima facie evidence of 
ownership, it should not be granted to one who is estopped from assert- 
ing an exclusive right to the mark. 


Appeal from a decree of the district court of the United States, 
for the district of New Jersey, dismissing the bill of complaint. 
Affirmed. 

For opinion of the court below, see 6 T. M. Rep. 457. 

For the opinion on demurrer to bill of complaint, see 6 T. M. 
Rep. 454. 


John M. Coit, of Washington, D. C., for plaintiff-appellant. 
Hal C. Bangs, of Chicago, Ill., and Charles C. Deming, of 
New York City, for defendant-appellee. 


Before Burrineron, McPuerson and Woottey, Circuit 
Judges. 


Per Curtam: This case concerns the registration of a trade- 
mark. The scope of the controversy is set forth in full detail in 
the opinion of the court below, reported in 234 Fed. Rep. 464 dis- 
missing the bill. In that action we find no error, and as a further 
opinion by this court would simply be a repetition of what has been 
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already well and sufficiently stated, we limit ourselves to adopting 
that opinion and affirming the decree below. 


Wm. A. Rocers, Lrp. v. Rogers SILVERWARE REDEMPTION BurEAv, 


INc. 
(247 Fed. Rep. 178) 


United States District Court, Southern District of New York, 
December 20, 1917 
1. Uwnratmr Competition—Famity Name—Ricurt to Use. 

The defendant corporation which has consented under certain 
conditions to the use of the family name, forming part of its corporate 
name, cannot enjoin the use of that name by reason of violation of the 
conditions of the contract on the part of salesmen of the defendant, 


the defendant’s knowledge thereof not being shown. 
2. ContTract—Famity NamME—R1GuT To Use. 


Defendants, having acquired from plaintiff, by contract a qualified 
right to use the name “Rogers” in connection with the business of 
dealing in silverware, cannot compel the plaintiffs to reform the con- 
tract by granting a right to use the name “A. A. Rogers,” merely 
because objection to use the name “Rogers” by the defendant has been 
made with apparent right by another party. 

In equity on final hearing. Bill of complaint dismissed and 
affirmative relief to defendant denied. 


Duell, Warfield & Duell, of New York City (R. W. France 
and J. Boyce Smith, Jr., both of New York City, of coun- 
sel), for plaintiff. 

Nathan Burkan, of New York City, for defendant. 


Manton, District Judge: The complainant is a manufacturer 
of silver-plated ware. The defendant is engaged in a trading stamp 
business. On January 26 and May 5, 1916, plaintiff and defendant 
contracted, among other things, that the defendant might use the 
name ‘‘Rogers’”’ in its corporate name in accordance with the terms 
of said agreement, and the defendant contracted to purchase the 
silver-plated ware of the plaintiff, and no other, in redeeming the 
trading stamps which it contracted to redeem for its various cus- 
tomers throughout the country. The defendant further agreed to 
carefully avoid misleading representations, and promised ‘“‘strict 
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performance” of the contract on its part. The plaintiff sues, claim- 
ing that the defendant violated the terms of the contract in failing 
to carefully avoid misleading representations and in carrying on its 
business in a way to violate this provision of the contract. Defendant 
alleges that the plaintiff did not have the right to use or license 
others to use the name “Rogers” in connection with marketing or 
selling silver-plated ware, and that the exclusive right to use the 
name “Rogers” in connection with silver-plated ware belongs solely 
to the International Silverware Company, and it asks, as affirmative 
relief, that the plaintiff specifically perform the agreements, and 
that the defendant be decreed the right to use the prefix “Wm. A.” 
in conjunction with the name “Rogers” in its corporate title and in 
its business of redeeming silver-plated ware of the plaintiff's manu- 
facture in the operation and prosecution of its business. 

Prior to the date of these contracts, the defendant began the 
use of the name “Rogers’’ in its corporate name, and this resulted 
in a notice of protest sent to it by the plaintiff. Negotiations fol- 
lowed, and resulted in the contracts in question. The contract re- 
cites that: 

“Whereas, the party of the second part desires to continue to make use 
of the name ‘Rogers’ as a part of its corporate name under which it does 
business, and to make certain defined use of the name of the party of the 
first part in connection with its business of the redemption of silver-plated 
ware”; and whereas, “the party of the first part is, for itself and solely for 
the parties hereto, willing to consent to such use, subject to the strict per- 


formance by the party of the second part of each and all of its covenants 
and agreements as heretofore set forth,” etc. 


In view of these negotiations and the phraseology of the con- 
tract, I think that the claim of the defendant that the plaintiff under- 
took to confer the right to use the name “Rogers” upon the defend- 
ant is unfounded. All the contracts of January 26 and May 5, 
1916, provided was that the defendant consented for itself alone to 
the use of the name “Rogers” so long as the defendant made no 
misleading representations, and maintained the standard of busi- 
ness conduct promised by it. The defendant’s attack upon the 
plaintiff's right to the name “Rogers” and the validity of its various 
trade-marks need not be passed upon on this application, for it is 
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not necessary to this decision. Plaintiff's right, however, to its 
trade-mark and to use the name “Rogers” has been the subject of 
much prior litigation, and the attack made upon it is without merit. 
The plaintiff has a valuable property right in its name and trade- 
marks, and this has been fully determined heretofore by judicial 
authority. Rogers v. Wm. Rogers Mfg. Co., 70 Fed. 1019, 17 
C. C. A. 575; Wm. Rogers Mfg. Co. v. Rogers (C. C.) 84 Fed. 639, 
affirmed 95 Fed. 1007, 37 C. C. A. 358; William A. Rogers, Limited 
v. Cohannet Silver Co. (C. C.) 186 Fed. 241; William A. Rogers, 
Limited v. H. O. Rogers Silver Co. (D. C.) 287 Fed. 887 [7 T. M 
Rep. 170]; Wm. A. Rogers, Limited v. International Silver Co., 30 
App. D. C. 97; Wm. A. Rogers, Limited v. International Silver Co., 
34 App. D. C. 410; Wm. A. Rogers, Limited v. International Silver 
Co., 84 App. D. C. 413; Wm. A. Rogers, Limited v. International 
Silver Co., 84 App. D. C. 484. 

The plaintiff does not contend that it has an exclusive right to 
the use of the name “Rogers,” but claims that the exclusive right to 
the name “William A. Rogers,” and to the use of its own trade- 
marks as registered, with the name “Rogers” and particular sym- 
bols, and it also has a qualified right in the use of the name “Rogers” 
standing alone, which, while not permitting it to enjoin the use of 
the name by any other legitimate Rogers Company, whose rights 
have been established, does permit it to enjoin the unauthorized use 
of the name “Rogers” by persons having no rights therein. It ap- 
pears that the International Silver Company also has a right to the 
use of the name “Rogers,” and that it has protested against the use 
of the name “Rogers” by the defendant. There is nothing in the 
contract, nor can it be read in the contract, that the plaintiff has 
guaranteed the defendant the use of the name “Rogers” as against 
any other who may have a qualified use of the name “Rogers.” The 
plaintiff has not contracted nor obligated itself in any such terms. 
Neither the plaintiff nor the International Silver Company has the 


right to the name “Rogers” per se, unaccompanied by their own par- 
ticular initials or trade-mark, but both the International Silver Com- 
pany and the plaintiff have the right to restrain the unauthorized use 
of the name “Rogers” by persons without rights therein. Their 
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mutual rights were considered in the cases of Wm. A. Rogers, 
Limited v. International Silver Co., 30 App. D. C. 97, and Id., 34 
App. D. C. 410. There it was said: 

“The sole use of his name for the time prescribed was enough, we think, 
to constitute an exclusive use of the mark within the meaning of the proviso. 
The opposer did not show any right to use the mark or name ‘Wm. A. 
Rogers,’ but only those of ‘Wm. Rogers Mfg. Co.’ and ‘Wm. Rogers & Son.’ 
In view of what has been heretofore said, it is unnecessary to consider 
whether, if these were all technical trade-marks, the applicant’s mark so 
closely resembles the others as to constitute an infringement. Each party 
is entitled to use his own name, actually or legally acquired, without regard 


to the confusion that may result from similarity. No right of property 
will be concluded by the registration of appellant’s mark.” 


Therefore, the defendant having begun an unlawful use of the 
name “Rogers,” and after protest having contracted with the pro- 
testor, and having obtained a consent from the plaintiff alone that 
it might use the name “Rogers” on condition of the defendant’s 
living up to its promises, it remains to be determined whether or not 
there has been a breach of the agreement on the part of the de- 
fendant. 

The plaintiff must be charged with full knowledge of the kind 
of business the defendant was engaged in, and with the fact that it 
was necessary to send selling agents or canvassers about the country 
in the furtherance of its business. It is claimed by the plaintiff 
that in at least 13 cases statements were made by canvassers which 
were misleading, and which were not truthful, and that such mis- 
leading representations were violations of the “strict performance” 
provision of the contract. I am asked to accept the claim of the 
defendant, for the reason that the 13 different instances of misstate- 
ments or misrepresentations are found in widely scattered parts of 
the country, and that this constitutes strong evidential proof of its 
truthfulness. The testimony of the 13 witnesses was taken by depo- 
sition, and has resulted in the use of most general language, the 
substance of which is that the agents of the defendant stated that in 
some instances they represented Wm. A. Rogers, Limited, and that 
this was a new medium of advertising by the plaintiff; that it was 
found much cheaper than extensive advertising in the Saturday 
Evening Post and other magazines. The language used by each 
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witness, however, is given with some hesitancy as to recollection, 
and lacks probative force. Then, too, each of the 13 witnesses re- 
ceived a communication from the plaintiff or its attorney, which to 
some extent indicated about what they testified to. 

I do not say that this was improper, for, indeed it was the least 
costly way for the plaintiff to secure information, in view of the dis- 
tance the witnesses lived from the plaintiff's place of business; but, 
on the other hand, it can readily be seen that distant merchants, 
whose suspicions were aroused as to the legitimacy of the defend- 
ant’s business, might well add to their suspicion by such an inquiry 
from the plaintiff, and let it cumulate in the belief that the de- 
fendant and its agents were perpetrating a fraud. It is possible to 
conceive of a visit in search of business and explanation of its scheme 
by the defendant’s agents, without some coloring of their proposition 
in the hope of obtaining business. Unless this reached the stages 
of fraudulent misrepresentations, and such were made with knowl- 
edge by the officers of the company, it does not reach the standards 
of such conduct as should result in a cancellation of this contract 
under its provisions. The defendant’s officers have testified and dis- 
claimed any such knowledge of misrepresentations, and have stated 
that each agent was instructed to guard against making misrepresen- 
tations; each agent was told to state the proposition as an advertis- 
ing medium for the merchant, with profit to the customers and with 
profit to the defendant. 

The defendant was trying for success in its business, and could 
only reach this goal by legitimate business methods; for otherwise 
it would soon not only be discovered, but fail. Its scheme of busi- 
ness is ingenious. It is illustrative of the magnitude of small 
profits with large volume of business. Where, as here, there may 
have been some misrepresentation—for I am inclined to believe 
that there was—I am satisfied that it was not with the consent or 
knowledge of the officers of the company, and I do not think that, 
under those circumstances, the plaintiff should be relieved from the 
terms of the contract. 

Then, too, it must be remembered that a statement, made by an 
agent, that he represented the Wm. A. Rogers Company, is to some 
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extent true; for he did indirectly, in the sense that the contract 
provided for the sale only of the Wm. A. Rogers silver-plated ware, 
and the use therefor of the name of the plaintiff was not forbidden. 
In the Puckett Case, where a card was used improperly, it was satis- 
factorily explained that the card was printed through error, and 
this error was at once corrected, and immediate steps taken to pre- 
vent its recurrence. In the case of the Hygenic Baking Company, 
the dissatisfaction there expressed seems to be pivoted about a dis- 
satisfaction with the terms of the contract. One can well conceive 
how, in informing the merchant of the source of the goods, by whom 
manufactured, that the curiosity or imagination of the visited mer- 
chant would lead him to believe the agent represented the plaintiff. 
Indeed, I think the plaintiff should be charged with the expectation 
that this would flow as the consequence of such a contract as it has 
made. 

This confusion is illustrated by statements of the witnesses, on 
the one hand, that they have seen advertisements for Rogers’ silver- 
plated ware in the Saturday Evening Post, when it is conceded that 
the plaintiff did not advertise in the Saturday Evening Post, but the 
International Silver Company did so advertise, using its trade-mark 
“Rogers” and symbols. This is simply illustrative of the error into 
which the witnesses may have fallen. There were many thousands 
of contracts made throughout the country, and the only alleged mis- 
representations or false statements are charged in 13 instances alone, 
and these are denied by defendant’s agents, and knowledge thereof 
is denied by the defendant’s officers. 

In Jos. Schlitz v. Houston Ice Co., 241 Fed. at page 824, 154 
C.C. A. at page 519 |7 T. M. Rep. 425], it was said: 

“There is evidence in the record that agents of the defendants advised 
purchasers of defendants’ bottled beer in brown bottles with brown labels 
that it might be sold as plaintiff’s beer to their customers. The defendants 
deny any knowledge of any such representations by their agents, and 
deny that any authority was given their agents to make such representa- 
tions. The District Court found the facts against the plaintiff on this 
issue, and dismissed the bill, either because not satisfied that the representa- 
tions were made by the agents, or, if made, that they were authorized by 


the defendants, or known to them. Occasional misrepresentation of solicit- 
ing agents, not shown to have been known to or authorized by defendants, 
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would afford no ground of relief on the ground of unfair competition, 
apart from an improper dress for their goods.” 

The evidence here does not warrant my finding that there was 
a breach of the provision which says: 

“The party of the second part further agrees at all times to maintain 
and conform to the high standards and business conduct, and careful to 
avoid making misleading representations of any kind and particularly as 
to the source of manufacture or character of silver-plated ware in which 
it deals or in respect to its business.” 

As affirmative relief, the defendant asks that the contract be 
reformed, so as to allow the defendant to use the name “William A. 
Rogers” as part of its corporate name. The contract recites that 
the defendant “desires to continue the use of the name ‘Rogers’ as 
a part of its corporate name,” and, further, that the parties are 
willing to consent to such use, and then it is agreed that, upon the 
performance of the conditions of the contract, such consent is given. 
Since the plaintiff had but a qualified use in the name “Rogers” in 
connection with Rogers silver-plated ware, the question is presented 
whether the contract should be so reformed that, in addition to the 
permission thus qualifiedly given to the use of the name “Rogers,” 
the plaintiff should be obliged to consent to the use of the prefix 
“William A.” in connection with the name “Rogers.” The defend- 
ant in its brief says: 


“The meaning conveyed (by the contract) was that as far as the plain- 
tiff could give the right to use the name ‘Rogers,’ the defendant should have 


that right.” 

And it is argued that the defendant had no right to the use of 
the name “Rogers,” except only in connection with the prefix “Wil- 
liam A.” ; that is, in combination, ““Wm. A. Rogers.” 

Above I pointed out that the plaintiff had a qualified use in the 
name “Rogers.” It is only this qualified use that the plaintiff con- 
sented the defendant might have. In other words, it has but con- 
ferred the right of toleration in the use of the name “Rogers” upon 
the defendant; this is the contract the parties made. The plaintiff 
parted with consideration when it consented to such use, and it is 
not for the court to impose a further consideration by reforming 
the contract. The evidence satisfies me that the defendant was fully 
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informed at the time it made the contract; if not, it should have made 
inquiry, and now, when it is confronted with the objection of the 
International Silver Company, it is too late to ask the plaintiff to 
give something more. 

A decree may be entered, dismissing the complaint and denying 
the affirmative relief sought by the defendant. 


Witcox & Wuire Co. v. Frank J. LEIseR 
United States District Court 


Southern District of New York, January 10, 1918 


Unram Competition—Trave-Name—Use or AnotuHer’s Trape-Mark. 

The use by defendant, as part of his trade-name, of the registered 
trade-mark of the plaintiff should be enjoined, when the effect of such 
use will be to cause the defendant’s article to be mistaken for one of 
plaintiff's manufacture. 

Unrairn CoMPETITION—SIMILARITY OF Goops. 

Plaintiff having used its mark and made it widely famous in con- 
nection with self-playing musical instruments, and having already made 
preparations to use the mark on a phonograph, the use of the mark by 
defendant on the latter article should be enjoined. 


On motion for a preliminary injunction. Granted. 


Mitchell & Allyn, of New York City, for plaintiff. 
T. C. Spelling, of New York City, for defendant. 


Manton, District Judge: Plaintiff sues for infringement of 
trade-mark and for unfair competition, and moves for a preliminary 
injunction pendente lite restraining the defendant from the use of 
the word ANGetvus in his trade-mark, The Angelus Phonograph Co. 

Plaintiff manufactures mechanically-operated musical instru- 


ments or self-playing musical instruments, for which it has a regis- 
tered trade-mark ANaetus. This trade-mark has been registered 
on three occasions. The last certificate shows the registration for 
mechanical music playing instruments and music sheets therefor. 
The defendant has recently embarked in the business of manufac- 
turing phonographs and has started in a small way. He says he 
sold a small number and has spent upwards of fifteen hundred dol- 
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lars in advertising. He has applied to the Patent Office for the 
registration of the word ANaetus as a valid trade-mark. Plaintiff 
has spent upwards of half a million dollars in advertising the trade- 
mark and has enjoyed a good reputation for twenty-five years in 
the manufacture of self-playing musical instruments, using the 
trade-mark ANaetus. Plaintiff has not made use of this trade- 
mark in connection with phonographs, but is about to do so, for it 
has been experimenting for several years to perfect an instrument 
which, it says, will reach the efficiency worthy of its mark, and states 
that it makes no pretense of offering for sale to the public, at the 
present time, phonographs under this mark, although it has done 
so solely for trial use. The plaintiff is entitled to protection against 
infringement of this trade-mark in all self-playing instruments 
which it has placed on the market, and the question here is whether 
it should be extended to phonographs which it expects to place upon 
the market as against this defendant. 

The defendant places the mark ANGeELUs on instruments which 
he sells and which are not manufactured by him but assembled by 
him from parts which he purchases. His advertisements, such as 
plaintiff's Exhibit B, state that the Angelus Phonograph Co. is the 
manufacturer of the famous Angelus Phonograph. This was sent 
out in the form of a circular letter and later in an advertisement in 
a trade journal, wherein his product was referred to as the famous 
Angelus instrument. The use of the name was adopted shortly 
prior to August 1, 1917 and he has done nothing to make the trade- 
mark ANGeLvs famous as applied to musical instruments. On the 
other hand, the plaintiff has, as the affidavits indicate, made such 
trade-mark famous by its advertising and that of its agents. The 
chief product of the plaintiff seems to have been a player piano, but 
it now anticipates making a phonograph, using the name ANGELUS 
as its trade-mark, and as it says, it will be a warranty to its cus- 
tomers that the phonograph will be of the same high grade of make 
and efficiency as has been the player piano. It therefore is jealous 
and zealous of the protection of its trade-mark. 


As the business of self-playing piano manufacturers has grown 
in the past years, it seems to be their policy to enter the field of 
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the manufacture of phonographs, and this plaintiff is about to em- 
bark in the manufacture of that product. With a reputation thus 
established, using this trade-mark, it would be inequitable for the 
defendant to be permitted to use the name ANGetus in his firm 
name, for the plaintiff has property rights in said name ANGELUS 
which should not be infringed. Nor is a court of equity so helpless 
and impotent to help a plaintiff where the piracy is just started 
(Cannert v. Rupert, 127 Fed. 962), and the court should interfere 
where the defendant seeks to get the benefit of plaintiff's reputation 
and advertising and forestall the extension of his trade. Obviously, 
the defendant has adopted the plaintiff's identical trade-mark 
AnGetuvus for these reasons, for no other reason is advanced why 
the name ANcaetus should be used by the defendant. While the 
phonograph is a different musical instrument, it is a self-playing 
instrument and is so related to the player piano that the piracy of 
a well-known trade-mark used in the advertising and sale of a 
phonograph will fall within the mischief which is intended to be 
prevented by principles of equity. Using this name upon phono- 
graphs, the public would at once conclude that it was the plain- 
tiff’s make, and permitting it is to place the plaintiff's reputation in 
the hands of the defendant and enable him to get the benefit thereof. 
This the court should not permit. (Florence Mfg. Co. v. J. C. 
Dodd & Co., 178 -Fed. 73; Layton Pure Food Co. v. Church & 
White, 182 Feb. 35.) 

An injunction will, therefore, be granted pending the trial of 
the action. 


{In Borden’s Ice Cream Co. v. Borden’s Condensed Milk Co. (3 T. M. 
Rep. 80) the United States Circuit Court of Appeals held that an unful- 
filled intention on respondent’s part to extend its business to ice cream did 
not entitle it to an injunction against one who anticipated its plans, in the 
use of the name “Borden’s” on ice cream. The intimate relation between 
ice cream on the one hand, and the numerous milk products of the re- 
spondent on the other was, in this case, ignored.] 
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ScaNpbINAvIA Bettina Co. vy. Asspestos & Ruspsper Works oF 
America, INc. 


United States District Court 


Southern District of New York, February 8, 1918 


1. TrapeE-MarK—NAME OF PATENTED ARTICLE. 

Where a patented product is sold by the manufacturer during the 
life of the patent, in two grades, under different trade-mark names, 
and by other dealers at the same time under trade-marks of their own, 
a name so used by the manufacturer does not become public property, 
upon the expiration of the patent. It seems that if the patent granted 
was invalid, the name so applied to the patented article would not 
become public property, upon the expiration of the term for which it 
was issued. 

2. Trave-Mark—RiGutT To REGIsTER. 

A contract whereby an American corporation acquired from the 
English owner of a trade-mark a right to use the mark in the United 
States, does not give to the American corporation a right to register 
the mark, and a suit cannot be sustained, if based upon such a registra- 
tion. 

3. Trape-Marxk—Common Law Ricuts Unper Conrract. 

A contract whereby an American corporation, acquired from the 
English owner of a trade-mark a right to use the mark in the United 
States, held to confer a right to use the mark, which can be enforced 
by the American corporation in a suit for infringement of its common 
law trade-mark. 

4. Trape-Mark—GeocraPHicaL TERM. 

The word “Scandinavia,” as applied to cotton belting is geograph- 
ical and not a valid trade-mark. 

5. Uwnrarr Competition—GeocraPHIcaAL TERM. 

When by forty years’ use, the geographical term “Scandinavia” 
has acquired a secondary meaning, to indicate belting of a particular 
manufacture, the use by another on his goods of the words “Scandi- 
navian Type,” will be enjoined. 


Redding, Greeley & Goodlett, solicitors for complainant, 
Wm. A. Redding and Nicholas M. Goodlett, counsel. 
Munn, Anderson & Munn, solicitors for defendant, T. Hart 

Anderson, counsel. 


Aveustus N. Hanp, District Judge: This suit is for infringe- 
ment of the registered and common law trade-mark “Scandinavia,” 
and for unfair competition in the use of word “Scandinavian” on the 


defendant’s solid woven brake linings. 
William Fenton made a solid woven belting of cotton in 
Sweden prior to 1878. His rights passed to W. Willson Cobbett in 
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England and the latter thereafter incorporated the business, and the 
belting was manufactured in England by a corporation known as 
Scandinavia Belting, Limited, under a patent which ran from 1878 
to 1892. The name “Scandinavia Belting” was used by the British 
company as a trade-mark upon those patented goods. That com- 
pany also used the word “Saturn” as a trade-mark upon another 
grade of belting made under the British patent. Furthermore, ap- 
parently solid woven cotton belting of the sort described in the 
patent was during the same period sold in England by F. Reddaway 
& Co. and the Lancashire Belting & Hose Company under their own 
trade-marks, if the statements in their catalogues are true. I think 
it evident, therefore, that the word “Scandinavia” was not merely 
descriptive of the patented goods, and for that reason was not a 
word that became publici juris upon the expiration of the patent 
under the rule laid down in Singer Mfg. Co. v. June Mfq. Co., 163 
U.S. 169. (See also Hughes v. Smith Co., 209 Fed. 37 [4 T. M. 
Rep. 45]; President Suspender Co. v. MacWilliam, 238 Fed. 159 
(7 T. M. Rep. 103].) 

The complainant registered the trade-mark “Scandinavia’”’ in 
the United States, relying upon a contract with the English com- 
pany which controls complainant’s stock and gave it the right to 
use the trade-mark “Scandinavia” for a limited period. I find no 
authority for the contention that such a limited right constituted the 
complainant an owner of the trade-mark within the meaning of the 
statute, and for this reason the cause of action for infringement of 
the registered trade-mark must fail. The agreement with the 
British company was sufficient, however, to give the complainant the 
right to use the common law trade-mark of the foreign company if 
that trade-mark was valid. (Capewell Horse Nail Co. v. Mooney, 
172 Fed. Rep. 826.) Indeed, this was admitted by defendant’s 
counsel at the trial, so that the only question is whether the common 
law trade-mark was invalid because the word “Scandinavia” was 
a purely descriptive or geographical term which the British company 
had no right to use, and hence to transfer rights in. 

The defendant in arguing for its position cites the following 
from the Century Dictionary: 
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“Scandinavian Belting. A cotton cloth woven solid and treated with 
Stockholm tar. E. H. Knight.” 


The E. H. Knight referred to is the author of “Knight’s New 
Mechanical Dictionary” published by Houghton, Mifflin & Company, 
in 1884. That word contains the following definition: 


“Scandinavian Belting. Cotton cloth woven solid and treated with 
Stockholm tar. Paper by Cobbett, London Association of Society of Fore- 
men Engineers, reported in ‘Scientific American Sup.’ 3800.” 

In that publication under date of July 31, 1880, an article is 
found by W. Willson Cobbett on cotton belting in which he stated 
that: 


“This ordinary cotton webbing, which receives its name of Scandinavian 
machine belting from the fact that the patent was first taken out in Sweden, 
where it is fast superseding leather * * * *.” 

It thus becomes evident that the definition in the Century Dic- 
tionary is derived wholly from Cobbett’s Article and by reason of 
his authority. There is no evidence offered of any Swedish patent, 
and no proof that Fenton ever manufactured in Sweden the belting 
which he appears to have devised there. Notwithstanding this, 
the term “Scandinavia” is open to the objection that it is a geo- 
graphical term, and I find no authoritative decisions in the federal 
courts which hold that such a word can be taken for a trade-mark. 
The cause of action based upon the common law trade-mark must, 
therefore, fail. (Columbia Mill Company v. Alcorn, 150 U. S. 460.) 

The situation as to unfair competition is, however, quite dif- 
ferent. ‘The evidence establishes in an overwhelming way that the 
word “Scandinavia” has acquired a secondary meaning as a designa- 
tion of complainant’s goods. Numerous manufacturers were shown 
to have made and sold similar goods under various trade-marks. 
“Scandinavia” if it ever was a descriptive term long ago ceased to 
be such when applied to solid woven cotton belting. It undoubtedly 
now means goods of the Scandinavia Belting, Limited, and the com- 
plainant, its American representative. This signification has not 
been limited to goods made under the Fenton patent. Both during 
the life of the patent and for 26 years since, Scandinavia Belting 
has meant the solid woven cotton belting of the complainant. The 


trade has used the word with such a meaning during this long period 
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of forty years. A very few infringers appeared who ceased mis- 
description of their belting after protest by the complainant. Only 
the defendant, who recently began to use the term “Scandinavian 
woven type,” though it formerly sold its brake linings under the 
name of “Motorbestos,” has persisted in using the word Scandina- 
vian in respect to its own goods, and after this suit was brought in 
putting out cartons on which these descriptive words are printed. 

Instruction to selling agents not to mislead the public is no 
sufficient justification for the adoption of a word so closely resem- 
bling “Scandinavia” as “Scandinavian.” The former word has ac- 
quired a secondary meaning, and if it ever was used in a geograph- 
ical sense that time has long since passed, and complainant is now 
entitled to protection. (Collinsplatt v. Finlayson, 88 Fed. 693; 
Chancellor &c. v. Wilmore-Andrews Pub. Co., 101 Fed. 443; Shaver 
v. Heller & Merz Co., 108 Fed. 827; Siegert v. Gandolfi, 149 Fed. 
100; Wertheimer v. Batcheller Importing Co., 185 Fed. 850; The 
French Republic v. Saratoga Vichy Spring Co., 191 U.S. 427.) 

It is argued that “Scandinavian” had come to mean solid woven 
cotton belting and that the trade should not be deprived of this de- 
scriptive term. Some few of the witnesses say this, but even they 
admit that such a use has been recent, and if it exists, it is built 
upon complainant’s reputation and founded largely upon an unfair 
desire to give belting made by others identity in the trade with the 
merchandise of the complainant. The word as used obviously bears 
no relation to geographical origin but has for years indicated manu- 
facture by the Scandinavia Belting Company. Belting of the same 
general type has been made and sold by many concerns in this 
country and England under numerous trade-marks. To use “Scan- 
dinavian Type” to describe it can spring from no purpose and have 
no result but to represent to the public that the merchandise sold is 
in some way connected with the complainant. This use is misleading 
and unfair. It is as though a merchant branded his goods ‘““Wana- 
maker Type” or “Macy Type.” There would be many ways of 
indicating that merchandise was offered as a desirable substitute for 
that of Wanamaker or R. H. Macy & Co. which would leave no room 
for confusion. The method adopted by the defendant to distinguish 
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its belting from that of complainant while claiming equal excellence 
for it, is confusing and should not be permitted. 

I may add that I have the greatest doubt about the validity of 
the English patent in view of the prior art and the action of the 
United States Patent Office where Fenton’s application was rejected. 
If this is so, even the use of “Scandinavia” to describe goods made 
under the patent would not help the defendant. In any event such 
a signification has long since ceased and the word has become de- 
scriptive only of the belting of the Scandinavia Belting, Limited, 
and its American representative. 

The causes of action to restrain infringement of the registered 
and common law trade-mark are dismissed. On the cause of action 
for unfair competition, a decree is granted to the complainant re- 
straining the use of the word “Scandinavian” by the defendant in 
connection with its sales of solid woven cotton belting for brake 
linings. Neither party is allowed costs. 


[That the invalidity of a patent, under which a patentee has claimed a 
monopoly, does not prevent the name of the article from becoming public 
property, see Lorillard v. Pride, 28 Fed. Rep. 434 (438). 

That an American importer, under a contract for the exclusive sale 
in the United States of the article bearing the trade-mark, may register the 


mark in the patent office, see Gretsch Mfg. Co. v. Malone, 6 T. M. Rep. 
224.) 


Societe ANONYME DE LA DIsTILLERIE DE LA LiqgugeuR BENEDICTINE 
pE L’AsBBAYE DE Frecamp v. CorpiaL Panna CoMPpANY 


United States District Court 


Northern District of Ohio, December 18, 1917 


Unratmr CoMPETITION—IMITATION OF Dresstnc or Goons. 


Resemblances between defendant’s and complainant’s products held 
to constitute unfair competition. 
2, Unrarr CoMPETITION—ACCOUNTING. 


When defendant’s sales have been insignificant, no accounting will 
be decreed. 
In equity on final hearing. Decree for plaintiff. 


Weed, Miller & Rothenberg, for plaintiff. 
No appearance, for defendant. 
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WestENHAvER, District Judge: Upon final hearing I am of 
the opinion that the preliminary injunction granted herein should 
be made perpetual. No doubt on the facts present exists that com- 
plainant -is entitled to the relief prayed for, or that defendant's 
product is such an imitation of complainant’s as would necessarily 
deceive a purchaser of ordinary caution into a belief that he was 
getting complainant’s product when buying defendant’s. 

Upon all other questions except the similarity of product the 
facts and the law of this case are ruled by the following: Societe 
Anonyme de la Distillerie De La Liqueur Benedictine De l’Abbaye 
De Fecamp v. Western Distilling Company, ( 8 C. C. A.) 43 Fed. 
416; A. Bauer & Co. v. Societe Anonyme De La Distillerie De La 
Liqueur Benedictine De La Abbaye De Fecamp, (7 C. C. A.) 120 
Fed. 74. 

The evidence shows that defendant had sold a few bottles only 
of this product before complaint was made to it, and that it made 
little or no profit thereon. It does not seem to me that any recovery 
could be had justifying the expense of an accounting. No order 
will, therefor, be entered requiring an accounting. 

A decree will be entered in conformity herewith. 


[The body label of the plaintiff in this case shows only the words 
“Veritable Benedictine Liqueur—Fecamp (France)”; that of the defend- 
ant bore the words “Franchise Vénérable Benedictable Liqueur Dee 
Camerades.” The bottles were similar in color, size and style. The labels 
were alike in size and general design. A preliminary injunction had been 
granted on September 5, 1916.] 


Gorpon’s Dry Gin Co., Ltp. v. Eppy & Fisner Co. 
(246 Fed. Rep. 954) 


United States District Court 
District of Rhode Island, December 29, 1917 


Trave-Mark INFRINGEMENT—PLEADING. 

Where the bill of complaint merely alleges infringement of plain- 
tiff’s registered trade-mark, annexing a copy thereto as an exhibit, but 
not describing the trade-mark, the issue of infringement is specifically 
denied by the defendant and evidence of the plaintiff's registrations 
was offered and received on the trial. The case presented should be 
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considered as involving the question of infringement of the plaintiff's 
registered trade-marks, as well as unfair competition. 
2. Trape-Mark INFRINGEMENT—EXCLusIvE RiGHT IN A SYMBOL. 

Complainant’s trade-mark, the representation of a boar’s head, 
having been in exclusive use for 150 years, the use of a boar’s head 
by another on the same goods will be likely to deceive purchasers and 
should be enjoined. 

3. Unramr Competition—INTENT—EFFECTIVE NOTICE. 

One who, after notice of violation by him of another’s right in a 
label or trade-mark, persists in the use of the infringing label, he is 
chargeable in law for an intentional wrong, though he may have had 
no actual intent to deceive. 


In equity on final hearing. Decree for complainant. 


Barney, Lee & McCanna, of Providence, R. I., for plaintiff. 
Tillinghast & Lynch, of Providence, R. I., for defendant. 


Brown, District Judge: The bill charges unlawful imitation 
of plaintiff’s trade-marks and labels and unfair competition. 

Upon a comparison of the respective labels of plaintiff and 
defendant there appears a general resemblance, which, on a casual 
observation, might lead to a confusion of goods. This general re- 
semblance is not destroyed by the points of difference upon which 
the defendant insists. 

At the hearing the plaintiff introduced in evidence, without ob- 
jection from the defendant certificate of registration No. 21,734 of 
trade-mark for spirituous liquors and cordials, consisting of the rep- 
resentation of “a boar’s head resting on a roll,’ and also certificate 
of registration No. 68,640 of trade-mark for gin, showing in the 
drawing a complete label having a similar boar’s head as a central 
feature. 

While the bill is somewhat indefinite, in that the “‘boar’s head”’ 
as a registered trade-mark is not therein described, but merely 
appears in exhibits attached to the bill, yet as the defendant’s 
answer specifically denies that its labels and trade-marks are in 
imitation of the labels and trade-marks of the plaintiff, and as the 
case was tried upon evidence as to the registered trade-mark of a 
“boar’s head,” as well as upon evidence of a general imitation of 
labels including with a boar’s head other features, the case made at 
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final hearing properly may be considered as presenting questions 
both of infringement of trade-mark and of unfair competition. 

The defendant uses upon its labels the representation of a 
boar’s head. Upon comparison there is considerable difference in 
the drawings, and it is probable that one familiar with the plain- 
tiff’s drawing would at once perceive the difference. This, however, 
is not a sufficient justification for the use of a boar’s head by the 
defendant. The defendant’s trade-mark answers the general de- 
scription of plaintiff's in that it is a boar’s head. 

A trade-mark is a sign which may become known to the public 
by name as well as by sight. Thus “The Bull Dog Bottling,’ with 
a bull dog’s head, became known as “‘Dog’s Head” beer; and its 
proprietors were granted an injunction against the use of a “rough 
terrier’s head.”” Reed v. Richardson, 45 L. I. 54. 

The actual physical resemblance of the two marks is not the 
sole question for the court; for if the plaintiff's goods have, from his 
trade-mark, become known in the market by a particular name, the 
adoption by the defendant of a mark or name which will cause his 
goods to bear the same name in the market is as much a violation of 
the plaintiff’s rights as an actual copy of his mark. Seizo v. Pro- 
vezende, L. R. 1 Ch. 192; De Voe Snuff Co. v. Wolff, 206 Fed. 420, 
124 C. C. A. 302 [3 T. M. Rep. 433]. 

Though the plaintiff offered no evidence to show that its gin 
was called by the name “Boar’s Head,” and no evidence of actual 
deception of customers, it offered evidence that the gin had been 
sold in large quantities for many years (since 1769) associated 
with the representation of a boar’s head, and had been extensively 
advertised at a large expense. 

Where a trade-mark consists of printed words, it may be in- 
fringed by the same words in different form, type, or writing; and 
it would seem also to follow that the oral use of the same words 
as descriptive of goods other than those of the proprietor of the 
original trade-mark might constitute infringement. The written 
word and the spoken word have the same meaning, and as goods 
are bought and sold by oral as well as by written description, 
pictorial trade-marks which are sufficiently alike to have the same 
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name are likely to lead to confusion in oral description of goods. 
Thus one who tries and likes beer with a bull dog trade-mark may 
remember it as ‘““Dog’s Head,’ and extol its qualities under that 
name to one who calls for ““Dog’s Head”’ and is satisfied when given 
a bottle with a dog’s head, though it be a rough terrier’s head. See 
Reed v. Richardson, 45 L. I. 54. 

Upon comparison of the labels considered as a whole I am of 
the opinion that the plaintiff has established such imitation as might 
prove deceptive. I am not satisfied, however, that the defendant is 
guilty of a fraudulent intention of palming his goods off as the goods 
of the plaintiff, or that actual deception has resulted. The corre- 
spondence shows that the defendant, after notice, though denying 
imitation, was willing to concede the plaintiff’s view and to eliminate 
the boar’s head. He afterwards concluded to stand upon his rights. 
As was said in Straus v. Notaseme Co., 240 U. S. 179, 182, 36 Sup. 
Ct. 288, 289 (60 L. Ed. 590, [6 T. M. Rep. 103]): 


“When they stood upon their rights of course they made themselves re- 
sponsible for the continued use of a label that might be held likely to de- 
ceive, and if it should be held manifestly to have that tendency, they would 
be chargeable for what in * * * law was an intentional wrong, or a fraud, 
although the case is actually devoid of any indication of an actual intent to 
deceive, or to steal the reputation of the plaintiff's goods.” 

While I am not satisfied that the plaintiff has made out a case 
entitling it to an account of profits (see Straus v. Notaseme Co., 240 
U. S. 179, 183, 36 Sup. Ct. 288, 60 L. Ed. 590), that question may 
be further heard upon the settlement of a decree. 

I am of the opinion that the plaintiff is entitled to an injunction 
restraining the defendant’s use of a boar’s head as a trade-mark for 
gin, and also the use of its present labels. 


A draft decree may be presented accordingly. 


































STATE V. WIGGAM 


State v. WiaGaM 
(118 Northeastern Reporter 684) 


Indiana Supreme Court, February 19, 1918 


1. ConstitruTionaL Law—CLassIFICATION. 

The act of the legislature of Indiana, providing special remedies 
for the protection of trade-marks on bottles and certain enumerated 
receptacles, but not on others, is a violation of the provision of the 
constitution guaranteeing equal privileges and to all citizens and is 
unconstitutional. 

2. ConstituTIONAL Law—CLassIFICATION. 

The statute likewise violates the provisions of the constitution re- 
quiring that laws be of general and uniform obligation and is uncon- 
stitutional. 


Appeal from a judgment of the criminal court of Marion 
County, dismissing the prosecution. Affirmed. 


Evan B. Stotsenburg, of New Albany, and Joshua E. Florea 
and Martin M. Hugg, both of Indianapolis, for the State. 

Charles S. Wiltsie and Alexander G. Cavins, both of Indian- 
apolis, for appellee. 


Townsenp, J.: Appellee was charged by affidavit with vio- 
lating section 5 of what is commonly known as the Bottling Act 
(Acts 1908, p. 282; Burns 1914, § 10439). The affidavit was 
quashed because the act was considered unconstitutional. Appellee 
contends that it violates the following provisions of the Constitution: 


“The General Assembly shall not grant to any citizen, or class of citi- 
zens, privileges or immunities which, upon the same terms, shall not equally 
belong to all citizens.” Section 23, article 1. 

“The General Assembly shall not pass any local or special laws in 
any of the following enumerated cases, that is to say * * * for the punish- 
ment of crimes and misdemeanors.” Section 22, article 4. 

“In all cases enumerated in the preceding section, and in all other cases 
where a general law can be made applicable, all laws shall be general, and 
of uniform operation throughout the state.” Section 23, article 4. 


It is fundamental that a state Constitution is a limit of power, 
that is to say, the Legislature may pass any law, so far as the 
state Constitution is concerned, except such as is prohibited by 
this instrument. 


The Legislature must classify in nearly every act which it 
passes, but there must be a reason for the classification based on the 
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public health, public morals, or public welfare. What is reasonable 
must be a judicial question; otherwise the limitations in the Consti- 
tution are meaningless, and the Legislature is omnipotent in the 
legislative field. 

In determining whether the above provisions of the Constitution 
have been violated, it is the duty of this court to be circumspect to 
detect reasons concerning the public health, public morals or public 
welfare, which the Legislature had in mind. 

The “privileges and immunities” section, the “class” section, 
and the “general law” section are not violated, if the act is reason- 
ably designed to protect the health, morals, or welfare of the public. 

With these rules in view, we shall now consider the act in ques- 
tion. 

Section 1 provides that: 

“Any person, company, firm, corporation or association * * * engaged 
in the business of manufacturing or vending anything sold in bottles, * * * 
cans, kegs, barrels, hogsheads or other inclosures made of glass, metal or 
wood, upon which his, their or its, initials, name or names, mark or marks, 
trade-mark or trade-marks shall be impressed, stamped, marked or blown, 
for the purpose of protecting the ownership of such bottles, etc.,” may 
publish and record such name or mark. Burns 1914, § 10435. 

Section 2 provides that the taking of “money or security of any 
kind for the return” of such property, or “the entering into an 
agreement’”’ or arrangement “for the return’’ of such property, or 
“the payment of an equivalent if not returned shall not be deemed 
to * * * constitute a sale * * * nor deprive such person * * * of 
* * * ownership in or title to” such property. Burns 1914, § 10436. 

Section 3 provides that “possession” of such property “shall 
be deemed to be prima facie evidence of an intention to unlawfully 
fill or cause to be filled, sell or cause to be sold, buy or cause to be 
bought, dispose of or cause to disposed of, traffic in or cause to 
be trafficked in, wantonly destroy or cause to be wantonly de- 
stroyed,” such property, ‘“‘unless such possession was obtained with 
the written consent” of the owner, or such property was “purchased” 
from such owner. Burns 1914, § 10437. 

Section 4 provides for search warrant and seizure, and is not 
involved in this decision. 
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Section 5 provides that: 


It is “unlawful hereafter for any person * * * without the written 
consent of the owner or owners thereof, to fill or cause to be filled [any of 
these inclosures belonging to a person who has complied with section 1] 
with anything for sale or with anything that will interfere with the use 
thereof by the owner thereof, or to sell, or cause to be sold, dispose of, or 
cause to be disposed of, buy or cause to be bought with the intent to de- 
fraud the owner or owners of such bottle or bottles, syphon or syphons, can 
or cans, keg or kegs, barrel or barrels, hogshead or hogsheads * * * not 
purchased from the owner,” etc. 

This section then provides for a fine of $1 for each bottle, 
syphon, can, keg, etc., filled or caused to be filled, sold or caused to 
be sold, etc., with intent to defraud the owner. Burns 1914, § 10439. 

By a familiar rule of construction, the words, “other inclo- 
sures made of glass, metal or wood,” are limited to those of the 
classes “bottles, syphons, cans, kegs, barrels, hogsheads.” Wiggins 
v. State, 172 Ind. 78, 87 N. E. 718, and cases there cited. There- 
fore, persons “manufacturing or vending anything sold” in boxes, 
jugs, jars, pails, tubs, racks, trays, crates, or refillable inclosures, 
made of earthenware, rubber, pasteboard or strawboard could not 
be protected by complying with this act. 

The state contends that this act is designed to protect the 
public against fraud in the use of containers bearing a name or 
trade-mark. But it is not shown that the public may be protected 
if the owner gives his “written consent” or “‘sells” the containers to 
another. The person buying them, or obtaining such consent, may, 
so far as this act is concerned, defraud the public all he pleases. 
The state says that this act also protects the public health against 
inferior food products. ‘‘Cans, kegs and barrels” may contain nails, 
dynamite, or lime. So far as this act is concerned, the person who 
complies with it may build up a reputation for a superior product, 
and collude with another to defraud the public by filling the con- 
tainers with an inferior food or drink, or anything else that they are 
designed to hold. 


A person who sells food or drink in a jug, jar, or pail, or any 


refillable container made of earthenware, cannot be protected by 


this act. A box made of wood and glass is not protected. A crate 
made of wood and pasteboard or strawboard is not protected. 
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Cheese, one of the best food products, is frequently sold in crockery 
or earthenware containers. This act does not protect the owners 
of such containers. . 

The state also contends that there is a public demand, and 
therefore a public necessity for such a law, and, in support of this, 
calls our attention to the fact that 30 states have passed similar 
laws. This makes us circumspect to detect reasons for such laws, 
but does not convince us that this was not brought about by the 
pernicious activity of the selfish. It may also be true that this very 
law would be valid under other state Constitutions. It must not be 
forgotten that state Constitutions differ in their provisions. 

Acts, similar to this one, have been passed upon by the courts 
of Massachusetts, New York, Kentucky, Illinois, Ohio and Missouri. 
The state relies on People v. Cannon, 189 N. Y. 32, 34 N. E. 759, 
36 Am. St. Rep. 668; Commonwealth v. Anselvich, 186 Mass. 376, 
71 N. E. 790, 104 Am. St. Rep. 590; Commonwealth v. Goldburg, 
167 Ky. 96, 180 S. W. 96 [6 T. M. Rep. 73]. The New York case 
decided that the act did not create a monopoly, and that the prima 
facie evidence provision in the act was not an unmeasurable invasion 
of the province of the court and the jury. No other questions were 
presented. Besides, a search of the New York Constitution does not 
disclose limitations upon the Legislature like those in our Constitu- 
tion. The Massachusetts case held a similar act valid. We have 
searched the Constitution of the state for limitations similar to our 
own, and find none. The Kentucky case follows the Massachusetts 
case, apparently without examining or considering the constitutional 
provisions by which the Massachusetts court and Legislature were 
controlled. 

On the other hand, Illinois, Ohio and Missouri, with constitu- 
tional limitations practically like ours, have held acts, like the one 
in question, void. We are convinced that an act like this, under 
the prohibitions in our Constitution, cannot stand. There is no 
reason in health, morals, or welfare of the public for this act. A 
casual reading of the act shows that it is to protect the owners of 
these inclosures. The owner of a jug, made of earthenware, in 
which anything is sold, must protect his trade-mark by injunction, 
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must regain his property by replevin, or prosecute for larceny or 
embezzlement; but one who has his name blown in a bottle may 
have all of these remedies and those of the act in question added. 
This classification is arbitrary, and violates every provision of our 
Constitution above set out. We need not further elaborate this 
opinion. The following cases go exhaustively into the subject and 
are squarely in point: Horwich v. Walker-Gordon Laboratory Co., 
205 Ill. 497, 68 N. E. 938, 98 Am. St. Rep. 254; Lippman v. People, 
175 Ill. 101, 51 N. E. 872; State v. Schmuck, 77 Ohio St. 438, 83 
N. E. 797, 14 L. R. A. (N. S.) 1128, 122 Am. St. Rep. 527; State v. 
Baskowitz, 250 Mo. 82, 156 S. W. 945, Ann. Cas. 1915A, 477 [5 
T. M. Rep. 349]. 


The court was right in sustaining the motion to quash the affi- 
davit, and its judgment is affirmed. 


Twin City Brier Printine Co. v. Review Puswisuine Co., eT AL. 
(166 Northwestern Rep. 413) 


Minnesota Supreme Court, February 15, 1918 


Goop Wi11—Sate or Bustness—PartNersHip NAME. 

The name of a copartnership is an asset of the partnership and 
passes with the sale of the firm business and good will. 
Goop Wi1tt—PartnNersHip NamME—CONVEYANCE. 

Separate conveyances of the business, assets and good will of a 
copartnership, in consummation of a firm transaction, have the same 
force and effect as a single conveyance, executed in the name of the 
firm, including the right to the partnership name. 

Unrair Competition—Corporate NAME. 

The defendant, located in St. Paul, having consented to the use by 
a partnership in Minneapolis, of its name in the conduct of a similar 
business, which latter business has now been acquired by the plaintiff 
and continues to be conducted under the original name, the defendant 
is guilty of unfair competition, when it establishes a branch office in 


Minneapolis and by unfair and deceptive methods, attempts to divert 
to itself the plaintiff's business. 


Appeal from a judgment of the district court, Ramsey county, 
in favor of the plaintiff. Reversed and remanded with directions. 


Jay W. Crane and R. T. Boardman, both of Minneapolis, for 
appellant. 


Wm. G. White, of St. Paul, for respondent. 
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Brown, C. J.: Defendant Review Publishing Company 
was organized as a corporation under the laws of the state some 
time in the year 1897, with its established place of business and 
headquarters in the city of St. Paul. It was so organized by de- 
fendant Wilkinson, H. A. Flint and one Gardner, who joined their 
capital and labors for the purposes of the enterprise. The business 
of the company was and always has been job printing, with special 
attention to the printing of records and briefs for use in this and 
some of the federal courts. The company established a prosperous 
and lucrative business, which at all times since its organization, and 
until the controversy involved in this action arose, has been carried 
on and conducted in the city of St. Paul. In 1907, defendant 
Wilkinson, the holder of a majority of the capital stock of the com- 
pany and the manager of its affairs, conceived the idea of establish- 
ing a similar business in the city of Minneapolis, to be conducted in- 
dependently of the St. Paul company. With that end in view 
he associated with him Henry A. Flint, and one Edwin Irle, and 
together they opened up a brief printing shop in that city, later 
forming a copartnership, and thereafter conducted the same, with 
the knowledge and consent of the St. Paul company, under the 
name Review Publishing Company, Minneapolis. In point of pros- 
perity the success of the partnership was substantially equal to that 
of the St. Paul company. There was, so far as the record informs 
us, no competition between the two concerns, the efforts of each 
being limited to their respective locations. Other persons later 
became connected with the Minneapolis enterprise, and some time 
in 1912—the precise date is not material—those interested therein 
organized the plaintiff corporation for the purpose of taking over 
and continuing the business of the copartnership. Flint, a member 
of the copartnership, was one of the incorporators, and after the 
organization of the corporation became its general manager. And 
though the business had at all times theretofore been conducted 
under the name Review Publishing Company, that name could not 
be given the corporation for the name of an existing corporation 
cannot be taken by another corporation subsequently organized. 
The St. Paul company had therefore prior rights to the particular 
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name, and in recognition thereof the new company adopted the 
name Twin City Brief Printing Company. 

To complete the transfer of the copartnership business and 
effects to plaintiff each copartner executed a bill of sale, and for the 
consideration therein stated thereby bargained, sold and conveyed 
to plaintiff all his interest in the firm property described therein as 
follows: 


“All right, title and interest held by the party of the first part in the 
plant, machinery, book accounts, bills receivable and good will of the Re- 
view Publishing Company of Minneapolis, located at 409 5th Street South 
in the city of Minneapolis, which machinery and book accounts were par- 
tially shown in the inventory attached hereto and made a part hereof, and 
also all of the property and assets of said Review Publishing Company of 
every description, kind and nature whatsoever.” 


The plaintiff thereafter continued the business, but under the 
name Review Publishing Company, Minneapolis, advertising as 
such and soliciting and receiving orders for printing under that 
name, precisely as the copartnership had theretofore done. Pros- 
perity attended the efforts of the new concern, and this continued 


until the year 1916, when, it is claimed, substantial impairment 
thereof was brought about and caused by the alleged unfair and 
unlawful conduct of defendants, the facts with reference to which 
are substantially as follows: 


Subsequent to the sale of the copartnership business to plain- 
tiff, as already stated, Wilkinson continued the management and 
control of the St. Paul enterprise, and devoted his time and atten- 
tion to its affairs. He was well aware of all the facts heretofore 
stated, and was a party to the transfer of the copartnership affairs 
to plaintiff. He knew of the prosperity of the business, and also 
of the use by plaintiff of the name Review Publishing Company, 
Minneapolis, and that under that name a favorable reputation had 
been established in that community. With all this knowledge, and 
acting for the St. Paul company on August 1, 1916, he opened a 
branch establishment in Minneapolis, intending thereby to enter into 
competition with plaintiff and to divide the Minneapolis business 
theretofore established and in the control of plaintiff. 





140 EIGHT TRADE-MARK REPORTER 


Plaintiff's office and workshop was located at 225 South Third 
street, Minneapolis, and was connected by telephone, the number 
being “Nicollet 799,” and listed in the telephone directory to the 


“Review Publishing Company.” The branch department of ‘de- 


fendant was located at 513 Fourth Avenue South, Minneapolis. 
Soon after opening this department Wilkinson, in furtherance of the 
interests thereof, deliberately ordered the telephone company tv 
change the call of plaintiff's telephone, as it appeared in its di- 
rectory, from plaintiff’s place of business to that of defendant and 
on the theory that the order was legitimate the telephone company 
made the change. Wilkinson also directed the name of Flint, plain- 
tiff’s manager, to be stricken from the directory on the ground that 
he had no connection with the Review Publishing Company. De- 
fendant Hayward, who for several years had been with plaintiff 
company, became connected with defendant’s branch at Minneapolis, 
and clothed with credentials similar to those used by him while in 
plaintiff’s service, and as the representative of the Review Publish- 
ing Company, solicited business for defendant, under the implied 
representation, at least under circumstances which justified the con- 
clusion of those approached by him, that he represented plaintiff, 
and not the St. Paul company. During all this time the public, 
having business of this particular character, was aware of but one 
concern having or using the particular name in Minneapolis, and 
that was plaintiff; and this fact also was well known to defendants 
and each of them. Yet they proceeded in the manner stated in utter 
disregard of plaintiff’s rights in the premises. 

Plaintiff brought this action to restrain defendants from further 
acts of the kind stated and other relief. The trial court ordered 
judgment granting certain relief to plaintiff, but on the claim that 
the relief so granted was inadequate and not the full relief to which 
it was entitled, plaintiff appealed to this court. 

If plaintiff's claim of a right to use the name Review Publish- 
ing Company be sustained, it is clear from the facts stated, which 
appear without substantial conflict in the evidence, that a case of 
unfair competition is presented which entitles it to appropriate and 
adequate relief. The evidence discloses an attempt on the part of 
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defendants by deceptive methods to appropriate the benefits of a 
business built up and established by plaintiff and its predecessor, by 
falsely passing defendant off as the founder and owner of the same. 
The law controlling the rights and liabilities in such cases is well 
settled in this state. Nesne v. Sundet, 93 Minn. 299, 101, N. W. 
490, 106 Am. St. Rep. 439, 3 Ann. Cas. 30; Sheffield-King Milling 
Company v. Sheffield Mill & Elevator Company, 105 Minn. 315, 
117 N. W. 447, 127 Am. St. Rep. 574; N. W. Knitting Company v. 
Garon, 112 Minn. 321, 121 N. W. 288; Rodseth v. N. W. Marble 
Works, 129 Minn. 472, 152, N. W. 885, Ann. Cas. 1917A, 257. 
But it is contended by defendants that as against the St. 
Paul corporation plaintiff never acquired the right to use the par- 
ticular name in Minneapolis, or elsewhere, and therefore that no 


interest it possesses in that respect has been encroached upon by 
defendants or either of them. We have given this feature of the 
case careful attention, for it goes to the foundation of plaintiff's 
claim to relief, and our conclusion thereon is that the facts presented 
clearly show a right in plaintiff to the use of the name. It acquired 


the right from the copartnership, which in turn adopted and made 
use thereof with the express consent of defendant Review Publish- 
ing Company of St. Paul. While the record discloses no corporate 
action, by resolution of the board of directors or otherwise granting 
the right to the copartnership, the answer admits that it was granted, 
and the precise method by which the right was so given is of no 
material importance. In addition to that admission the record is 
conclusive that the corporation through its general manager, Wil- 
kinson, who first put the name in use in Minneapolis, had knowledge 
that it was so used for many years, and without objection and 
without encroachment upon the business field of defendant; and, 
further, that a lucrative business had been established thereunder 
by the copartnership. Clearly under such circumstances defendant 
could not well challenge the right of the copartnership to use the 
name, and we have only to inquire whether the transfer of the co- 
partnership business with the good will thereof to plaintiff carried 
with it the right to continue the transaction of the business in that 
name. We think, and so hold, that the question should be answered 
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in the affirmative. It is well settled, both in England and this 
country, that the firm name of a copartnership, as distinguished 
from the name of an individual, is an element of the partnership 
enterprise, a substantial asset thereof, and passes with a sale 6f the 
partnership property and good will. Banks v. Gibson, 34 Beav. 
566; Rogers v. Taintor, 97 Mass. 291; Myers v. Kalamazoo Buggy 
Co., 54 Mich. 215, 19 N. W. 961, 20 N. W. 545, 52 Am. Rep. 811; 
Brass & Iron Works Company v. Payne, 50 Ohio St. 115, 33 N. E. 
88, 19 L. R. A. 82; Slater v. Slater, 175 N. Y. 143, 67 N. E. 224, 
61 L. R. A. 796, 96 Am. St. Rep. 605; note in 96 Am. St. Rep. 610; 
Haugen v. Sundseth, 106 Minn. 129, 118 N. W. 666, 16 Ann. Cas. 
259. While there was no formal bill of sale or other conveyance 
signed in the firm name, the transaction was one by the firm, in its 
interests, and the bills of sale by the individual members thereof 
were sufficient as a transfer of the property as well as the part- 
nership name. A copartnership, apart from the individual mem- 
bers thereof, has no separate legal entity, and the partnership is 
bound by the individual transactions of the members when had in 
the interests of the firm affairs. In re Kendrick & Co., (D. C.) 226 
Fed. 978; Dreyfus v. Union Nat. Bank, 164 Ill. 83, 45 N. E. 408; 
Berkshire Woolen Co. v. Juillard, 75 N. Y. 585, 31 Am. Rep. 488; 
Burdick, (3d Ed.) par. 90. And in the case at bar, since the co- 
partnership had the right to use the particular name, by the express 
consent of defendant, the sale and transfer to plaintiff of the firm 
business and good will carried with it the right to continue the busi- 
ness in that name. We do not hold that plaintiff has an exclusive 
right to the use of the name. But it has the right to protection 
from the wrongful conduct of defendants and from acts which 
manifestly are unfair, and, if persisted in, will naturally result in 
the impairment, if not the total destruction, of plaintiff's business, 
so far as the profitable side thereof is concerned. That the acts 
of defendants were wrongful is clear. Ranft v. Reimers, 200 Ill. 
386, 65 N. E. 720, 60 L. R. A. 291. We discover no basis, from 
the record, of excusing the personal misconduct of the individual 
defendants. With full knowledge of the facts they were delib- 


erately attempting to benefit by the favorable reputation of plaintiff 
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and its work, by expressly, as well as by implication, appearing 
before the public as representing the only Review Publishing Com- 
pany in Minneapolis. 

Plaintiff is therefore entitled to the injunction of the court 
restraining further interference by defendants with its right to use 
the name Review Publishing Company, in its business at Minne- 
apolis, and if the defendant company shall continue to operate 
its department in that city, that it be required to do so under such 
publicity as will prevent confusion in the public mind. To this end 
it should be required to advertise its presence in Minneapolis as the 
Review Publishing Company of St. Paul. This will answer the 
rule stated in the Sheffield Milling Co. Case, supra. 

The cause will therefore be remanded to the court below, with 
directions to amend its conclusions of law to conform to the views 


herein expressed, and to award a modified judgment accordingly 


against all the defendants. There is no occasion for a new trial 
of the action. 

Remanded, with directions. 

Bunn, J., took no part. 


Ratkowsky v. A. Ratkowsky, INcoRPORATED 
(169 N. Y. Supp. 177) 


New York Supreme Court, Appellate Division 
February 21, 1918 


Unrain Competition—Famity Name—Ricut to Use. 

An individual who has sold his interest in a corporation bearing 
his name and thereafter has opened a competing business under cir- 
cumstances indicating an intent to mislead the public into the belief 
that the new business established by him is the original business, can- 
not enjoin the continued use of his name by the corporation as it has 
been heretofore used, since he does not come into equity with clean 
hands. 


Appeal from an order of the special term, New York county, 
granting a preliminary injunction. Reversed. 


Argued before Cuiarke, P. J., and Laveuirn, Dow tna, Page, 
and SHEARN, JJ. 
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Harry A. Gordon, of New York City (Harry A. Gordon, of 
New York City, of counsel, and Reuben Tally, of New 
York City, on the brief), for appellant. 

Cass & Apfel, of New York City (Alvin C. Cass, of Nee York 
City, of counsel), for respondent. 


Suearn, J.: Upon the application of the plaintiff, Abram 
Ratkowsky, the defendant corporation, A. Ratkowsky, Inc., has 
been enjoined pendente lite from using the name “‘A. Ratkowsky,” 
and from using the name “A. Ratkowsky, Inc.,” unless the letters 
“Inc.” be printed or displayed in letters of the same size and legi- 
bility as the words or letters “A. Ratkowsky.” Plaintiff established 
himself in the fur business at 28-34 West Thirty-Fourth street, 
New York City, in January or February, 1915, and conducted it 
under the name “A. Ratkowsky” until April 15, 1916, when he 
formed the defendant corporation, transferring to it, in considera- 
tion of its entire capital stock, “the business now conducted by me 
at 28-34 West Thirty-Fourth street, in the borough of Manhattan, 
city of New York, a statement of the assets and liabilities of which is 
hereto attached, together with the good will thereof and the leases 
of the premises now occupied by me at 28-34 West Thirty-Fourth 
street.” Prior to forming the corporation plaintiff advertised his 
business extensively as “A. Ratkowsky” in and about the premises, 
at the railroad stations and in the subway cars. The signs bearing 
the advertisements were continued by the defendant corporation, 
and are the signs which the defendant is restraining from using. 

In April, 1916, plaintiff was in financial difficulties, the banks 
having refused to make further loans, and his brother Bernard 
Ratkowsky came to his assistance, loaning him $5,000 toward the 
end of April, 1916, and indorsing $15,000 notes in May, 1916, 
which the plaintiff cashed. The business went from bad to worse, 
and, on bankruptcy being threatened, Bernard Ratkowsky was pre- 
vailed upon to enter the business and finance it in an effort to save 
it. Accordingly, on August 15, 1916, the capital stock of the de- 
fendant was increased by $25,000 preferred stock, which was issued 
to Bernard Ratkowsky for $25,000 cash invested by him. The 
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plaintiff and his brother were employed of record by the corpora- 
tion, the former at a salary of $5,000 per annum, and the latter at a 
salary of $10,000. On June 15, 1917, plaintiff's salary was in- 
creased to $10,000 per annum, and the common stock of the corpora- 
tion was divided, so that Bernard Ratkowsky received 51 per cent. 
and the plaintiff 49 per cent., under an agreement, however, that 
the profits upon the common stock were to be divided equally. In 
addition to the loans and investments above mentioned, Bernard 
Ratkowsky loaned various other sums to the business, aggregating 
some $16,000, and devoted all of his time and attention to the busi- 
ness. Disputes arose, and on October 9, 1917, plaintiff informed 
his brother that he desired to withdraw from the business and enter 
the motion picture film business, and proposed that his brother buy 
plaintiff's 49 per cent. of the common stock. The proposition was 
accepted, and an agreement executed under which Bernard Rat- 
kowsky paid the plaintiff $40,000. The agreement provided that: 


“He [plaintiff] will not, for a period of ten years from the date hereof, 
directly or indirectly, as principal, agent, or employé, be engaged, interested, 
or employed in any fur business of any nature or kind which is conducted 
under the firm name or style or trade-name embracing the word ‘Ratkow- 
sky, or any similar name, within an area of three blocks in all directions 
from Thirty-Fourth street, in the borough of Manhattan, city, county, and 
state of New York, bounded by Fifth avenue on the east and Sixth avenue 


on the west.” 

Immediately after plaintiff severed his connection with the de- 
fendant corporation, he established himself in the fur business at 
435 Fifth avenue in the borough of Manhattan, New York City, 
between Thirty-Eighth and Thirty-Ninth streets, one block beyond 
the prohibited zone fixed in the contract, and commenced advertis- 
ing extensively his business as “My New and Only Store, A. Rat- 
kowsky,” “The Original A. Ratkowsky,” and ‘““My new and only 
address.” The plaintiff then insisted that the defendant, which 
had duly acquired the right to the trade-name “A. Ratkowsky,” 
and to the signs long used in the business (the good will and fix- 
tures being valued in the agreement at $65,000) should desist from 
using the name “A. Ratkowsky” in its advertising, or in connection 


with its business, unless the letters “Inc.’’ were conspicuously made 
a part thereof. While the defendant was obliged under the cor- 
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poration law to append the letters “Inc.” to its name, this was the 
concern of the state and not of the plaintiff. Nevertheless, the de- 
fendant agreed to and did proceed to append the letters ‘;Inc.” to 
its name, but this was not done in conspicuous type, whereupon the 
plaintiff sued and obtained this injunction. 

In view of the facts above recited, the course of the plaintiff is 
not one to commend itself to a court of equity. Having persuaded 
his brother to come to his assistance and make these very consider- 
able loans, and also enter upon the burden and hazard of making 
the business successful, involving a large investment and all of the 
brother’s time and attention, and knowing full well that the good 
will of the business carried the right to employ the trade-name 
“A. Ratkowsky,” if not as a corporation name, at least to identify 
the established business, the plaintiff proceeded to do all in his 
power to injure that good will and lead the public to believe that 
the fur business, therefore conducted under the name “A. Ratkow- 
sky” in Thirty-Fourth street, had been either abandoned or moved 
to plaintiff's Fifth avenue address by advertising his new business 
as “My New and Only Store, A. Ratkowsky,” “The Original A. 
Ratkowsky,”’ and “My new and only address.” While, under the 
agreement, the plaintiff had a right to resume the fur business out- 
side the prohibited zone, and while he had a right to use his own 
name, it was his duty, especially under the circumstances of this 
case, so to use his name as not to inflict unnecessary injury upon 
the established business of the defendant, built up and conducted 
under the name “A. Ratkowsky.’’ It is to be noted that the plain- 
tiff did not even employ his own full name to identify his new busi- 
ness, but abbreviated the name, so that it was identical with the 
name of the established business, the good will of which had been 
sold to the defendant. It is difficult to perceive in this anything 
except a deliberate intent to injure the business of the defendant 
and lead the public to believe that the plaintiff was conducting at 
the Fifth avenue address the business established and known to 
the trade, conducted by the defendant at the old Thirty-Fourth 
street address. 
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Under the circumstances disclosed, the injunction was unwar- 
ranted, and the order appealed from should be reversed, with $10 
costs and disbursements, and the injunction vacated, with $10 costs. 
Order filed. All concur. 


F. P. KirKeNDALL & Co. v. F. Mayer Boot & SuHor Co. 
Court of Appeals of the District of Columbia 
January 7, 1918 


ConFLICTING Marks. 


The word “Dri-Shod” for boots and shoes is confusingly similar to 
the words “Dry-Socks.” 


Appeal from a decision of the Commissioner of Patents, (7 
T. M. Rep. 331) cancelling appellant’s registration. Affirmed. 


W. F. Small and W. K. Small, for appellant. 
A. L. Morsell, for appellee. 


Ross, J.: The Patent Office, upon the petition of appellee, 
cancelled the word “Dri-Shod,’ which it previously had registered 
for appellant as a trade-mark for boots and shoes, and this appeal 
followed. 

From the petition for cancellation the following facts appear: 
Appellee is a corporation, with its principal place of business in 
Milwaukee, Wisconsin. Since about 1898 it has sold shoes under 
the trade-mark “Dry-Socks.’”’ This mark appellee applied to have 
registered but the application was refused on the ground that it is 
descriptive. It is alleged that appellant’s mark so nearly resembles 


that of appellee as to cause confusion in the public mind, to ap- 
pellee’s injury. To this petition appellant filed a general denial. 
Testimony was taken by appellee establishing the averments of its 
petition and that it had extensively advertised the “Dry-Socks” 
shoe in the West through the medium of newspapers, magazines and 
trade journals. 
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Appellant also is a corporation with its principal place of busi- 
ness at Omaha, Nebraska, and the earliest date claimed for the 
adoption of “Dri-Shod” is 1915. , 

We agree with the Patent Office that these marks are altogether 
too much alike to entitle appellant to registration. They not only 
sound alike but obviously are intended, when applied to shoes, to 
convey the same idea. It is the old story of an attempt by a rival 
firm to reap where it has not sown, and certainly such attempts 
ought not to be sanctioned by the Patent Office. 

The decision was right, and is affirmed. 


Cuarves A. ScHIEREN v. WHITTEMORE Bros. Corp. 
Court of Appeals of the District of Columbia 
January 7, 1918 


1. Goons oF THE SAME Descriptive PROPERTIES. 

Paste or liquid dressing for shoes are not goods of the same de- 
scriptive properties with leather belts treated with a dressing. The 
use of the mark on the one article does not interfere with the use of 
the mark on the other. 

2. Trape-Marxk—Use. 

The shipment of about one barrel per year of a dressing under a 
trade-mark, to a branch house in Germany for use in finishing belts is 
not use of the trade-mark for it is only a transfer of the dressing from 
one hand to the other. 


Appeal from a decision of the Commissioner of Patents (7 
T. M. Rep. 335). Affirmed. 


F. B. Brock, for appellant. 
F. F. Crampton, for appellee. 


Van Orspve.tt, J.: This appeal is from the Commissioner of 
Patents in a trade-mark interference, in which appellant Chas. A. 
Schieren Company, a New York corporation, appellee Whittemore 
Bros. Corporation, a Massachusetts corporation, and one Sullivan 
were claiming the word “Duxbak” as a trade-mark for leather 
dressing. 
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Sullivan took no part in the case, and has dropped out, this 
appeal being between the Schieren Company and Whittemore Bros. 
Corporation. The Commissioner awarded registration to Whitte- 
more Bros. Corporation, from which this appeal was taken. 

It appears that appellees have used the mark continuously 
since February, 1915, and through its predecessor, the Raven Gloss 
Manufacturing Company, since March, 1908, as a trade-mark for 
paste or liquid dressing for shoes. About the same date (1908) 
the Schieren Company alleges that it adopted the word “Duxbak’”’ 
as a trade-mark for dressing for fabrics, including leather belts. 
While the mark is the same, the controlling feature of the case re- 
sides in the distinct character of the goods of the contending parties. 
As was said by the Assistant Commissioner, “The Schieren Com- 
pany does not deal in leather dressing per se, whereas Whittemore 
Bros. Corp. deals in nothing else.’ Appellant puts its mark on 
leather belts treated with its dressing, but the mark is used on the 
belt, and not to distinguish the dressing. Appellee puts the mark 
on a dressing for shoes and leather goods, and the mark is used to 


distinguish the dressing, not the goods on which the dressing is 
used. 


No interstate use of its dressing was shown by appellant, its 
trade being confined to the goods upon which the dressing was 
used. It does appear that it shipped about one barrel of the dress- 
ing per year, the mark being stencilled on the barrel heads, to a 
branch house in Germany, for use there in finishing and repairing 
belts. This, however, does not establish such a use of the mark as 
the law requires to secure registration. This shipment to Germany 
amounted only to a transfer of the dressing from one hand to the 
other. The dressing was not made to be put on the market as such, 
but to be used as an element in the manufacture of the belts on which 
the mark was used. The use of the mark as a trade-mark for belts 
is not in conflict with the use made by Whittemore Bros. Corpora- 
tion, but appellant cannot extend the use to a mere element of its 
manufacture to the damage of appellee or to the confusion of the 
public. 
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The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 


‘ 


Rice-Stix Dry Goops Co. v. ScHWARZENBACH, Huser Co. 
Court of Appeals of the District of Columbia 
January 7, 1918 


Trape-Mark—Priority oF Use. 
On the facts presented, priority of use in “Trade-Mark Society” for 
silk piece goods is awarded to the appellee. 


Appeal from a decision of the Commissioner of Patents (7 
T. M. Rep. 399) in interference. Affirmed. 


James A. Carr, for appellant. 
E. T. Fenwick and L. L. Morrill, for appellee. 


Van Orsve x, J.: This is a trade-mark interference, in which 
the contending parties are each claiming the prior right to the use 
of the word “Society” as a trade-mark for silk piece goods. 

Appellant, a Missouri corporation, was granted registration of 
the mark in January, 1915. Appellee, a New Jersey corporation, 
is seeking registration of the mark, and, from the decision of the 
Commissioner granting its request, this appeal was taken. 

Both the mark and the use are the same. The sole question 
is, Which one used it first in such a manner as to constitute, under 
the law, a trade-mark use? Appellant’s registration of the mark 
establishes prima facie ownership, and places the burden upon ap- 
pellee as the junior party. 

The use by appellant, prior to July 1, 1914, is dependent upon 
a purchase of the mark from one Duncan. Witnesses were pro- 
duced to show use of the mark by the firm of Duncan & Stenz in 
1904 and 1905. Duncan and Stenz dissolved partnership in the 
latter part of 1905, and ceased to use the mark thereafter. Dis- 
posing of the business of the firm, the mark was turned over to 
Duncan, but Duncan in no way continued the business of the firm. 


In 1914 Duncan assigned the mark to appellant corporation. The 
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property right of Duncan & Stenz in the mark was dependent upon 
the continuous use of the mark in their business. When they ceased 
to continue the business, the mark was abandoned, and was subject 
to appropriation by any one. It follows that the assignment of the 
mark in 1914 was a mere nullity, so far as establishing an earlier 
use by appellant. Duncan & Stenz had no property right in the 
mark separate and apart from their business. A transfer of the 
business could have carried the mark with it, and the purchaser 
would succeed to all the rights of the vendor in the mark. But 
when they abandoned their business, the mark became abandoned. 
Eiseman v. Schiffer, 157 Fed. 473. It is clear, therefore, that July 
1, 1914, is the earliest date available for appellant. 

We think appellee has established a trade-mark use of the word 
“Society” on silk goods since 1912. Appellant, however, contends 
that appellee’s use amounted to nothing more than a grade mark, 
since the mark was written on the wrapper with a pencil, instead of 
being printed on the label, and was applied only to a particular 
style or weave of silk goods. Whether the mark be printed or 
written on the goods, or on the container in which the goods are sold, 
is immaterial, so long as the mark conveys to the purchaser knowl- 
edge of the origin or source of manufacture of the goods to which 
it is applied. Hopkins on Trade-Marks, p. 65. The evidence 
conclusively shows, not only such a use of the mark by appellee 
company, but that it was regarded as a trade-mark use by the trade 
generally. 

The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 


THomas MANuFACTURING Co. v. AEOLIAN COMPANY 
Court of Appeals of the District of Columbia 
February 4, 1918 
1. Conriictrinc Marxs—Goopns oF THE Same Descaiptive Properties. 
Phonographs are sufficiently similar to automatic or mechanical 


organs, so that the use of conflicting marks by different manufacturers 
thereon should not be permitted. 
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2. ConFLICTING Marks. 
The word “Orchestrola” is so similar to the word “Orchestrelle” 
that their concurrent use should not be permitted when it would cause 
confusion. Z 


Appeal from a decision of the Commissioner of Patents (7 
T. M. Rep. 399) sustaining an opposition. 


H. J. Jacobi and Parker Cook, for appellant. 
J. L. Norris, for appellee. 


Sueparp, C. J.: The Thomas Company in 1916 adopted 
as a trade-mark for phonographs the word “Orchestrola,” and 
soon thereafter applied for its registration. The Aeolian Company 
opposed the registration and asserted that in 1900 it registered the 
word “Orchestrelle” as a trade-mark; that the goods for which the 
Thomas Company was seeking to register “Orchestrola’’—phono- 
graphs or talking machines—were of the same descriptive proper- 
ties and were comprised in the same general class of merchandise 
as the goods upon which it had used its registered trade-mark; and 
that the use of the word proposed by the Thomas Company would 
lead to confusion. The parties stipulated that the Aeolian Com- 
pany had made and sold organs and playing mechanisms therefor 
since prior to 1894; pianos and playing mechanisms therefor since 
prior to 1895; and phonographs since 1914; also that it had applied 
the trade-mark “Orchestrelle” to “organs comprising means for 
manual operation as well as automatic operation through perforated 
music sheets and has applied the same trade-mark * * * to said 
music sheets”; and that those instruments “bearing its trade-mark 
have been widely and largely advertised and sold” throughout the 
United States. 

Would the use of “Orchestrola’’ by the Thomas Company, in 
the language of the statute, “‘be likely to cause confusion or mistake 
in the mind of the public, or deceive purchasers?” (84 Stat. L. 1251; 
37 Stat. L. 649). If so, it should not be registered. This court 
has frequently held that, because the field of selection is so very 
wide, practically unlimited, there is no good reason why a person 
should be permitted to select a trade-mark similar to one already in 
use by another engaged in a business of the same general nature, 
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where the likely effect would be to lead to confusion concerning the 
goods themselves or their origin. (Wayne County Preserving Co. 
v. Burt Olney Canning Co., 32 App. D. C. 279; Phoenix Paint and 
Varnish Co. v. John T. Lewis & Bros. Co., 832 App. D. C. 285; 
Kaut-Reith Shoe Co. v. International Shoe Co., 45 App. D. C. 545 
(7 T. M. Rep. 278]; Goodrich Drug Co. v. Cassada Mfg. Co., 
46 App. D. C. 146 [7 T. M. Rep. 275].) In the Goodrich 
Case it was held that “Velvetina” applied to the same char- 
acter of goods as “Velvelite,’ would be likely to cause perplexity 
in trade, and therefore was not registrable. Assume that a per- 
son who had a good opinion derived from use or otherwise of 
an automatically operated organ produced by the Aeolian Company 
and marked “Orchestrelle,’ desires to purchase a phonograph (the 
Aeolian Company, as we have seen, now produces phonographs) 
and is shown one marked “‘Orchestrola,” would he not be likely to 
think it was produced by the same company as produced the organ 
and buy it on that account. Perhaps if the two instruments were 
placed side by side, one marked ‘“‘Orchestrelle” and the other ‘““Or- 
chestrola,” he would be able to detect the difference between the 
marks; but where they were not so placed and he was compelled to 
rely upon his memory only, unless he possessed one remarkably 
accurate in its impressions—the law considers the ordinary, not 
the extraordinary in cases like this—we believe he would not dis- 
tinguish the one from the other. To be sure, they have points of 
differences, but the points of resemblances dominate and give char- 
acter to the terms. (Swift v. Dey, 4 Robertson (N. Y.) 611; 
Florence Mfg. Co. v. Dowd, 178 Fed. 73.) Merely “arguable dif- 
ferences” are not enough to save from condemnation the encroaching 
mark. (Paris Medicine Co. v. Hill, 102 Fed. 148.) 

We entirely agree with the Assistant Commissioner that the 
two words are “confusingly similar” and would be likely to mislead 
not only as to the goods themselves but also as to their source of 
manufacture, and hence his decision is affirmed. 
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In rE AMERICAN SuGarR REFINING COMPANY 
Court of Appeals of the District of Columbia 
February 4, 1918 


Trapve-Marx—Descriptive Term. 
The word “Kanelasses” as a trade-mark for food syrup is de- 
scriptive. 
Appeal from a decision of the Commissioner of Patents (7 
T. M. Rep. 290) rejecting the application. Affirmed. 


F. L. Fishback and Edwin S. Hall, for appellant. 
T. A. Hostettler, for Commissioner of Patents. 


Ross, J.: Appeal from a decision of the Patent Office denying 
registration of the word ‘“‘Kanelasses” as a trade-mark for food 
syrup. 

The syrup to which this mark is applied is made from sugar 
cane. We think the test is whether the words “cane molasses” 
would be registrable. Obviously they would not, for these words 


would aptly describe applicant’s product, which is cane molasses 
or. cane syrup. We have repeatedly said that the law prohibiting 
such registrations could not be avoided by merely resorting to 
phonetic spelling. The mark “Kanelasses” conveys, and obviously 
was intended to convey, to the purchasing public definite informa- 
tion as to the character of the product sold under it. Certainly any 
producer of cane molasses would be entitled to sell it under that 


name. 
It follows, therefore, that the Patent Office properly refused 
registration to this applicant. The decision is affirmed. 





IN RE CROSBY STEAM GAGE AND VALVE CO. 


IN rE Crospy STEAM GAGE AND VALVE Co. 


Court of Appeals of the District of Columbia 


February 4, 1918 


Trape-Mark—DescriptTive TERM. 
The words “High Efficiency” as a trade-mark for safety relief 
valves, is descriptive. 
Appeal from a decision of the Commissioner of Patents (7 
T. M. Rep. 404) rejecting the application. Affirmed. 


R. W. Foster, for appellant. 
T. A. Hostettler, for Commissioner of Patents. 


Ross, J.: This is an appeal from a decision of the Patent 
Office denying registration of the words “High-Efficiency” as a 
trade-mark for safety relief valves. 

We agree with the Patent Office that this mark is more de- 
scriptive than suggestive and hence that, under the numerous 
decisions of this court, it is not subject to exclusive appropriation. 

The decision is affirmed. 
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The United States Trade-Mark 
Association 


‘ 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the United 
States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries. 


Tue Unitrep States Trape-Mark AssociaTION, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 





